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AUTHORITY:
17 U.S.C. 101 et seq.; U.S. Constitution, Article I, Section 8, Clause 8; AFI 51-303, Intellectual Property – Patents, Patent Related Matters, Trademarks and Copyrights (1 Sep 98)(for reference only); OpJAGAF 1981/38, Protecting Government Ownership of Base Newspaper Names (29 Jun 81).

INTRODUCTION

A very important type of intellectual property is trademark rights.  The United States Constitution provides that Congress shall have power “to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”  Protection of trademarks is a very important part of that power.

WHAT IS A TRADEMARK?
A trademark is a word, phrase, symbol or design, or combination of words, phrases, symbols or designs, which identifies and distinguishes the source of the goods or services of one party from those of others.  Examples of trademarks are words like “Exxon” and “Kodak,” the color pink on fiberglass insulation, and the cartoon character “Mickey Mouse.”   A trademark is different from a copyright or a patent.  A copyright protects an original artistic or literary work; a patent protects an invention. 

A person can acquire trademark rights by actually using a mark in commerce.  Registration of those rights can be achieved by registering the mark with the United States Patent and Trademark Office (USPTO) in Washington, D.C.  Although federal registration is not required to establish rights in a mark, nor is it required to begin use of a mark, federal registration can secure a number of benefits for the holder beyond the rights acquired by merely using a mark. For example, the owner of a federal registration is presumed to be the owner of the mark for the goods and services specified in the registration, and to be entitled to use the mark nationwide.  

WHAT RIGHTS DOES ONE HAVE IN A TRADEMARK?

There are two related but distinct types of rights in a mark: the right to register and the right to use. Generally, the first party who either uses a mark in commerce or files an application in the PTO has the ultimate right to register that mark.  The PTO’s authority is limited to determining the right to register. The right to use a mark can be more complicated to determine, particularly if two parties have begun use of the same or similar marks without knowledge of one another and neither has a federal registration.  Only a court can render a decision about the right to use, such as issuing an injunction or awarding damages for infringement. 

Unlike copyrights or patents, trademark rights can last indefinitely if the owner continues to use the mark to identify its goods or services.  The term of a federal trademark registration is 10 years, with 10-year renewal terms.  However, between the fifth and sixth year after the date of initial registration, the registrant must file an affidavit setting forth certain information to keep the registration alive.  If no affidavit is filed, the registration is canceled.  

Anyone who claims rights in a mark may use the TM (trademark) or SM (service mark) designation with the mark to alert the public to the claim.  It is not necessary to have a registration, or even a pending application, to use these designations.  The claim may or may not be valid.  The registration symbol, ®, may only be used when the mark is registered in the PTO.  It is improper to use this symbol at any point before the registration issues.  

WHY ARE TRADEMARKS IMPORTANT TO THE ANG?

It is important that all ANG members become acquainted with trademarks.  Improper use of trademarks can lead to an action for trademark infringement, which could pose liability for the unit, the commander, and/or the member.  Although AFI 51-303, Intellectual Property – Patents, Patent Related Matters, Trademarks and Copyrights, does not apply directly to the Air National Guard, the guidance provided in that instruction should still be followed.  Each ANG member, acting within the scope of his or her official duties should always honor private trademark rights and acknowledge the trademark owner’s mark, if it is used in an Air Force or Air National Guard catalog, correspondence, contract, or publication.

Properly used, a trademark can be legally protected indefinitely. However, if used improperly, a trademark can become diluted or fall into generic use and lose its protected status. Words such as aspirin, zipper, kerosene, and

harmonica were once trademarks that became generic because their owners did not protect them properly.  Companies that deal with the ANG do not want to have their valuable trademarks added to the list of genericized trademarks. The responsibility for protecting trademarks occurs every time each trademark is used by an ANG member, whether the trademarks are used in products, presentations, books, marketing materials, or advertisements. 

HOW DO I USE THE TRADEMARKS OF OTHERS PROPERLY?

Many companies give explicit directions on their webpages on how to use their trademarks properly.   There are six basic guidelines on how to use trademarks.  Trademarks held by MicroSoft Corporation provide some excellent examples of how these guidelines are used in practice:

1. Set trademarks apart from other words or the nouns they modify. The common way to do this is to properly capitalize the product name and designate the trademarks with the appropriate symbols- ® or TM. You can         also use underlining, italics, or bold type. 

                       Examples:

                       Incorrect

                        “When you start up Windows, click on the . . .”

                       Correct

                        “When you start up Microsoft® Windows® operating system, click on the . . .”

2. Use Microsoft trademarks as proper adjectives. Trademarks are adjectives that describe a specific person, place, or thing. Because a trademark is an adjective, it should be used with the noun that it modifies.

                    Example:

                       “The format command of the MS-DOS® operating system . . .” 



Or

                      “. . . application for the Windows® operating system . . .”

 3.    Never combine a trademark/product name with another third party’s trademark/product name.

4.    Don’t use trademarks in the possessive or plural form.

                       Examples:

                       Incorrect

                        “CodeView®’s interface . . .” 

                       Correct

                         “ . . .the Microsoft® CodeView® debugger’s interface . . .”

                       Incorrect

                        “A case of Microsoft® PowerPoint®s . . .” 

                       Correct

                       “A case of Microsoft® PowerPoint® presentation graphics programs . . .” 

5.    Use the appropriate trademark symbol in the proper place and give proper attribution.

                        Symbols:

                        ®=    registered trademark or service mark

                        TM=    trademark ownership claimed

                        Notice:

“____________ are either registered trademarks or trademarks of Microsoft Corporation in the United States and/or other countries.”

6. Do not shorten, abbreviate or create acronyms out of Microsoft trademarks.

              Examples: Do not say VC++ for the trademark Visual C++™ or FP for the registered trademark FoxPro®. 

SHOULD AN ANG UNIT REGISTER ANY TRADEMARKS (BASE NEWSPAPER)?

Many Air National Guard units and bases have newspapers, newsletters or magazines (collectively referred to as newspapers in this topic) that they publish regularly or periodically. In most cases, the newspaper is known by a name, and has had that name for many years.  Prior editions of the Commander’s Deskbook have advised that the ANG unit or base should register its newspaper’s name by obtaining either a federal or state trademark in order to avoid losing that recognition factor and to preclude other organizations in that geographical area from using the newspapers name.  The prior section of the Deskbook dealing with this topic noted that there had been several cases where base newspapers’ names (which the bases had not trademarked) were taken and trademarked by the private commercial printers the bases used to publish their newspapers, when the bases decided to switch commercial printers. 

In order to avoid this situation, commanders should first include a provision in their contracts with printers stating that the unit has established common law trademark rights to use the name of the base newspaper and that the printer recognizes those rights and agrees not to use the name for its own personal use.  Additionally, the commander may want to consider acquiring additional protection for the newspaper’s name by obtaining a state registration of the trademark.  State trademarks cost less and are processed much quicker than federal trademarks. Most base newspapers are amply protected with a state registration since the threat of losing the newspaper’s name is usually from spurious claims of trademark rights from third parties in the local geographical area.   See OpJAGAF 1981/38, Protecting Ownership of Base Newspaper Names (29 Jun 81).

Typically, states have trademark statutes for the registration of marks used solely in intrastate commerce. Most state registrations are for a 10-year period with 10-year renewals. Your Staff Judge Advocate can assist you in filing an application for state registration. Applications can usually be obtained from your state Secretary of State’s office and involve a nominal fee.  It may be possible, through the local state military department, to attempt to seek a waiver of these fees.  Once the certificate of registration is received, the unit should give notice that the name is registered by displaying the appropriate symbol to the upper right or lower right of the name, usually the TM symbol set in agate type. 

WHERE CAN I LEARN MORE ABOUT TRADEMARKS?

Additional information about trademarks can be obtained from the USPTO, a non-commercial federal entity which is one of 14 bureaus in the Department of Commerce.  The USPTO has an excellent website at http://www.uspto.gov and can be reached as follows: 

General Information Services Division

U.S. Patent and Trademark Office

Crystal Plaza 3, Room 2C02

Washington, DC 20231

800-786-9199 or 703-308-4357
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